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DETAILED ACTION 

1. This is the office action in response to applicant submission filed on May 23, 2005, 
wherein claims 1 - 13 are pending and examined. 

Priority 

2. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy (JP 02/12872) was filed on 12/09/2002. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1,12 and 13 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non- statutory subject matter. 

Regarding Claims 1 and 13 are drawn to a computer program per se. Computer 
programs per se intrinsically require no tangible physical structure, thus do not constitute 
tangible physical articles or other forms of matter. Therefore, computer programs per se are not 
considered to be statutory subject matter. To be statutory as part of an apparatus claim, a 
computer program must be coupled with or combined with some statutory physical structure. 
Claims directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function. See In re Danfy, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). 
Applicant is reminded that apparatus claims give patent protection covering 'all uses' for the 
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claimed apparatus . . . ." Augustine Medical, Inc. v. Gaymar Indus., Inc., 181 F.3d 1291, 50 
USPQ2d 1900, 1908 (Fed. Cir. 1999) (citations omitted). 

Regarding Claim 12, Claim 12 is rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Based on Supreme Court precedent, a 
method/process claim must (1) be tied to another statutory class of invention (such as a particular 
apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 
584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 
780, 787-88 (1876)) or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing (see at least Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). 

A method/process claim that fails to meet one of the above requirements is not in 
compliance with the statutory requirements of 35 U.S.C. 101 for patent eligible subject matter. 
Here claim 12 fail to meet the above requirements because they are not tied to another statutory 
class of invention. 

Nominal recitations of structure in an otherwise ineligible method fail to make the 
method a statutory process. See Benson, 409 U.S. at 71-72. As Comiskey recognized, "the mere 
use of the machine to collect data necessary for application of the mental process may not make 
the claim patentable subject matter." Comiskey, 499 F.3d at 1380 (citing In re Grams, 888 F.2d 
835, 839-40 (Fed. Cir.1989)). Incidental physical limitations, such as data gathering, field of use 
limitations, and post-solution activity are not enough to convert an abstract idea into a statutory 
process. In other words, nominal or token recitations of structure in a method claim do not 
convert an otherwise ineligible claim into an eligible one. 
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Replacing Claim 13 with "a computer-executable program product comprising computer 
executable instructions tangibly embodied on a computer readable medium that when executed 
by said computer perform the method steps comprising..." is a suggestion for how to bring this 
claim into compliance with 35 U.S.C. 101 because "a computer-executable program tangibly 
embodied on a computer readable medium" is statutory subject matter. (See In re Beauregard, 35 
USPQ2d 1383 (Fed. Cir. 1995). 



Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1, 12 and 13 are rejected under U.S.C. 102(b) as being anticipated by Minemura 
et al. (JP 2000-101647) (Hereinafter referred to as Minemura) 

With respect to Claims 1, 12 and 13: 

Minemura teaches an apparatus for analyzing scenario information, comprising: 

a scenario information storage section in which holds scenario information (See 
Abstract Minemura, scenario storage means 1 1); 

a reference information storage section which holds reference information about 
the data included in said scenario information (See Abstract Minemura, storing reference 
data composing of a title and a scenario describing the time to reproduce the data); 
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a calculating section which extracts said data from said scenario information and 
calculates output information based on said data extracted and said reference information 
(See Abstract Minemura, Calculating means 12 for preparing a schedule for transmitting 
data by calculating means 12 for preparing a schedule); and 

an output section which produces said output information (See Abstract 
Minemura, at the terminal display timing of these data). 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 3, 4, 6, 7 and 11 are rejected under 35 U.S.C. 103 (a) as being obvious over 
Minemura et al. (JP 2000-101647) as applied to claims 1, 12 and 13 above and further in view of 
Black et al (US 2002/0099577) (Hereinafter referred to as Black). 

With respect to Claims 3: 

Minemura teaches the above limitations, but does not specifically disclose the apparatus 
for analyzing scenario information of claim 1, wherein said reference information includes at 
least one of schedules of casts/staff, unit prices of the casts/staff, use schedules of shooting 
places, unit prices of usage charges of the places, information about access to the places, use 
schedules of equipment/properties, unit prices of usage charges of the equipment/properties, 
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information about suppliers of the equipment/properties or extras, the number of the extras 
available, unit prices of the extras, budget information, and deadline information. 
However, Black teaches: 

Unit prices of usage charges of the equipment. (Black, paragraphs 0025 and 0156 
equipment and services, and labor or crew budget and use data). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura to have incorporated the apparatus for 
analyzing scenario information of claim 1, wherein said data includes at least one of shooting 
time data, shooting place data, data for casts/staff, data for equipment/properties, data for extras, 
and data for suppliers, which are derived from each scene as taught by Black, since the claimed 
invention is merely a combination of old elements, and in the combination each element merely 
would have performed the same function as it did separately, and one of ordinary skill in the art 
would have recognized that the result of the combination were predictable. 



With respect to Claims 4: 

Minemura teaches the above limitations, but does not specifically disclose the apparatus 
for analyzing scenario information of claim 1 , wherein said output information includes at least 
one of shooting schedules, shooting costs, a list of equipment/properties, and a list of suppliers. 

However, Black teaches: (Black, paragraph 0165, shoot schedules). 
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Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura to have incorporated shooting schedules 
as taught by Black, since the claimed invention is merely a combination of old elements, and in 
the combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the result of the 
combination were predictable. 
With respect to Claims 6: 

Minemura teaches the above limitations, but does not specifically disclose the apparatus 
for analyzing scenario information of claim 1 , further comprising a setting section which sets 
parts of said output information to be fixed values, and wherein said calculating section extracts 
said data from said scenario information, and, based on said data extracted and said reference 
information, calculates output information other than said output information set to the fixed 
values. 

However Black teaches: calculating section extracts said data from said scenario 
information. (Black, paragraphs 0055 - 0056 and 0058, a single point of access by which studios 
and their budgeters may review budgets, variances, vendor and inventory information). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura to have incorporated calculating section 
extracts said data from said scenario information as taught by Black, since the claimed invention 
is merely a combination of old elements, and in the combination each element merely would 
have performed the same function as it did separately, and one of ordinary skill in the art would 
have recognized that the result of the combination were predictable. 
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With respect to Claims 7: 

Minemura teaches the above limitations, but does not specifically disclose the apparatus 
for analyzing scenario information of claim 1 , wherein said scenario information storage section 
holds scenario information of a plurality of scenarios to which priority information is added, and 
said calculating section calculates said output information about the scenarios in order of 
priority, based on said priority information. 

However, Black teaches: priority information is added. (Black, paragraphs 0081, 
aggregation of sub-lines, lines and other higher levels of the budget hierarchy). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura to have incorporated priority information 
is added as taught by Black, since the claimed invention is merely a combination of old elements, 
and in the combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the result of the 
combination were predictable. 

With respect to Claim 11: 

Minemura teaches the above limitations, but does not specifically disclose the apparatus 
for analyzing scenario information of claim 1, wherein said calculating section detects identifier 
information for each data included in said scenario information and extracts the information 
specified based on said identifier information as data relating to the identifier information. 
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However, Black teaches: calculating section detects identifier information for each data 
included in said scenario information (Black, paragraph 0119, the budgeter is prompted to enter 
key crew, production and studio information) and the information specified based on said 
identifier information as data relating to the identifier information. (Black, paragraphs 0081- 
0082, budget identifiers, including budget estimates, memos, and messages). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura to have incorporated calculating section 
detects identifier information for each data included in said scenario information and the 
information specified based on said identifier information as data relating to the identifier 
information as taught by Black, since the claimed invention is merely a combination of old 
elements, and in the combination each element merely would have performed the same function 
as it did separately, and one of ordinary skill in the art would have recognized that the result of 
the combination were predictable. 

9. Claims 2, 5, 8, 9 and 10 are rejected under 35 U.S.C. 103 (a) as being obvious over 

Minemura et al. (JP 2000-101647) in views of Black et al (US 2002/0099577) as applied to 
claims 3, 4, 6, 7 and 11 above and further in view of Clark et al (US 6,466,655) (Hereinafter 
referred to as Clark). 
With respect to Claims 2: 

Minemura teaches the above limitations, but does not specifically disclose the apparatus 
for analyzing scenario information of claim 1 , wherein said data includes at least one of shooting 
time data, shooting place data, data for casts/staff, data for equipment/properties, data for extras, 
and data for suppliers, which are derived from each scene. 
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However, Clark teaches: information data base (Clark Col. 5 line 40, to facilitate 
information data base organization). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura to have incorporated the apparatus for 
analyzing scenario information of claim 1, wherein said data includes at least one of shooting 
time data, shooting place data, data for casts/staff, data for equipment/properties, data for extras, 
and data for suppliers, which are derived from each scene as taught by Clark, since the claimed 
invention is merely a combination of old elements, and in the combination each element merely 
would have performed the same function as it did separately, and one of ordinary skill in the art 
would have recognized that the result of the combination were predictable. 

Minemura does not specifically disclose of shooting time data, shooting place data. 

However, Black teaches: shooting time data: (Black, paragraph 0161 "the crew sub-line 
input screen and by the Department scheduler). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura to have incorporated shooting time data 
as taught by Black, since the claimed invention is merely a combination of old elements, and in 
the combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the result of the 
combination were predictable. 
With respect to Claims 5: 

The combination of Minemura and Black teaches the above limitations, but does not 
specifically disclose the apparatus for analyzing scenario information of claim 1, wherein said 
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reference information storage section holds said reference information to which added priority 
information, and when being unable to create output information which satisfies all of the 
requirements of said reference information, said calculating information calculates said output 
information based on said data extracted and said reference information from which said 
reference information having a low priority has been excluded on the basis of said priority 
information. 

However, Clark teaches: 

Information storage section holds said reference information to which added priority 
information. (Clark Col. 6, line 40, information or data relevant). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura and Black to have incorporated 
information storage section holds said reference information to which added priority information 
as taught by Clark, since the claimed invention is merely a combination of old elements, and in 
the combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the result of the 
combination were predictable. 

With respect to Claim 8: 

The combination of Minemura and Black teaches the above limitations, but does not 
specifically disclose the apparatus for analyzing scenario information of claim 1, further 
comprising a retrieval section, wherein said retrieval section retrieves from said scenario 
information storage section a scenario or a scene in a scenario which includes the same 
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information as retrieval information received, and produces the information of the scenario or the 
scene in the scenario retrieved. 

However Clark teaches: retrieval section retrieves from said scenario information storage 
section a scenario. (Clark Col. 6, lines 40 - 45, any information or data relevant to production 
administration). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura and Black to have incorporated retrieval 
section retrieves from said scenario information storage section a scenario as taught by Clark, 
since the claimed invention is merely a combination of old elements, and in the combination 
each element merely would have performed the same function as it did separately, and one of 
ordinary skill in the art would have recognized that the result of the combination were 
predictable. 

With respect to Claim 9: 

Minemura teaches the above limitations, but does not specifically disclose the apparatus 
for analyzing scenario information of claim 8, wherein said retrieval information is one or a 
combination of shooting time data, shooting place data, data for casts/staff, data for 
equipment/properties, data for extras, and data for suppliers. 

However, Black teaches: (Black, paragraphs 0161, 0131 and 0002). Shooting time data 
"Schedule data pertaining to crew is facilitated via the crew sub-line", cast/staff "cast, production 
offices", equipment "vendor users/equipment". 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura to have incorporated shooting time data, 
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cast/staff, equipment as taught by Black, since the claimed invention is merely a combination of 
old elements, and in the combination each element merely would have performed the same 
function as it did separately, and one of ordinary skill in the art would have recognized that the 
result of the combination were predictable. 
With respect to Claim 10: 

Minemura teaches the above limitations, but does not specifically disclose the apparatus 
for analyzing scenario information of claim 1, further comprising an input section which receives 
time code information of a video or audio signal of each shot scenes or an identifier of the scene, 
wherein said scenario information storage section holds said identifier associated with the scenes 
of said scenario information, based on said time code information and said identifier received, 
said calculating section creates an editing list created according to the order of the scenes in the 
scenario, and said output section produces said editing list. 

However, Clark teaches: an identifier of the scene. (Clark Col. 6, lines 40 - 50, image, 
video can be upload to the production). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura to have incorporated an identifier of the 
scene as taught by Clark, since the claimed invention is merely a combination of old elements, 
and in the combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the result of the 
combination were predictable. 

Minemura teaches the above limitations, but does not specifically disclose the output 
section produces said editing list. 
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However, Black teaches: an output section (Black, paragraphs 0152 - 0153, once the 
budget is created, a PC budgeter can add items to budget lines). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the time of the 
invention to have modified the apparatus of Minemura to have incorporated an output section as 
taught by Black, since the claimed invention is merely a combination of old elements, and in the 
combination each element merely would have performed the same function as it did separately, 
and one of ordinary skill in the art would have recognized that the result of the combination were 
predictable. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed LUIS SANTIAGO whose telephone number is (571) 270-5391. 
The examiner can normally be reached on Monday to Friday 8:00 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner supervisor, 
Bradley Bayat can be reached on (571) 272-6704. The fax phone number for the organization 
where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 



Application/Control Number: 10/538,025 Page 15 

Art Unit: 3624 

would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or (571) 272-1000. 

/LFS/ 

August 31, 2009. 
/Bradley B Bayat/ 

Supervisory Patent Examiner, Art Unit 3624 



